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DETAILED ACTION 
Acknowledgement of Applicant's Amendments 

1 . Applicant's amendments in claim 32 in the Amendment filed November 22, 2006 (Amdt. 
H) have been received and considered by Examiner. 

NEWREJECTIONS 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

3. Claim 32 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The recitation "said upper and said lower surfaces within said substrate" (lines 17-18) 
renders the claim indefinite: claim 32 recites the limitation "said upper and said lower surfaces 
within said substrate" in lines 17-18; there is insufficient antecedent basis for this limitation in 
the claim. The claim language prior to the limitation "said upper and said lower surfaces within 
said.substrate" does not require the upper and lower surfaces to be "within said substrate". 

Furthermore, the recitation that the upper and lower surfaces are "substantially free of 
said first asphalt composition" contradicts the language of claim 32 at lines 3-4 of the claim 
which requires that the substrate is "saturated with a first asphalt composition": the upper and 
lower surfaces are upper and lower surfaces of the substrate (lines 5-6), so the upper and lower 
surfaces of the substrate cannot be "substantially free of said first asphalt composition" if the 
^ substrate is "saturated with [the] first asphalt composition". 
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Furthermore, the recitation that the upper and lower surfaces are "substantially free of. . . 
said adhesive composition" contradicts the language of claim 32 at lines 14-15 of the claim 
which requires that the "second layer of an adhesive composition contacts] said lower surface": 
the lower surface of the substrate (lines 5-6) cannot be "substantially free of. . . said adhesive 
composition" if the "second layer of an adhesive composition contacts] said lower surface [of 
the substrate]". 

REPEA TED REJECTIONS 
Claim Rejections - 35 USC§112 

4. The 35 U.S.C. 1 12 rejection of claims 21 and 32 made of record in paragraph 5 of the 
previous Office Action mailed June 22, 2006 has been repeated for the reasons previously made 
of record, although the basis for rejection of claim 32 regarding the recitations "said upper 
surface of said first region" and "said lower surface of said first region" has been withdrawn due 
to Applicant's amendments in claim 32 in Amdt. H (only the basis for rejection of claim 32 
regarding the recitation "a second region disposed" is repeated: last sentence of paragraph 5 of 
the previous Office Action mailed June 22, 2006). 

Claim Rejections - 35 (JSC § 102 

5. The 35 U.S.C. 102 rejection of claims 21, 22, 24, 29, 32-34, 36, 41 and 44 made of 
record in paragraph 6 of the previous Office Action mailed June 22, 2006 has been repeated for 
the reasons previously made of record, and for the following reasons that address the 
amendments made in claim 32 in Amdt. H: the first layer (coating, item 24) of the second asphalt 
composition contacts the upper surface of the substrate (impregnated mat, item 92) within the 
first region, and the second layer (adhesive, item 94) of the adhesive composition contacts the 
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lower surface of the substrate (impregnated mat, item 92) within the first region in the instance 
where the first region includes the first layer (coating, item 24), the substrate (impregnated mat, 
item 92) and the second layer (adhesive, item 94). Simpson et al. teach that the substrate includes 
a second region disposed along at least the top and bottom edge regions of the substrate, (the 
region at the left edge of the substrate as shown in Fig. 1 1 where the right edge of each unit of 
underlayment, item 90, overlaps with and contacts the left edge of the next underlayment, item 
90, as shown in Fig. 11) where the upper and lower surfaces of the substrate (Applicant 
necessarily considers the claimed "said upper and said lower surfaces within said substrate" to be 
equivalent to the "upper" and "lower surface[s]" of the substrate recited in line 6 due to 
Applicant's recitation "said upper and said lower surfaces" in lines 17-18 [which necessarily 
refers to the "upper" and "lower surface[s]" of the substrate recited in line 6]) are substantially 
free of the first asphalt composition, the second asphalt composition and the adhesive 
composition since the upper surface of the substrate at the second region does not contact 
coating, item 24 and since the lower surface of the substrate at the second region does not contact 
an asphalt composition (Fig. 1 and 9-11). 

Response to Arguments 
6. Applicant's arguments presented on pages 1 1-12 of Amdt. H regarding the 35 U.S.C. 1 12 
rejection of claim 21 have been fully considered but are not persuasive. 

A layer would not "contact" the upper surface of a region that also is the upper surface of 
the layer because there is nothing for the layer to actually "contact". Contact occurs between two 
objects: for example, A contacts B. In the language at issue, the first layer corresponds to A in 
the hypothetical "A contacts B", but there is no B in the language at issue. The first region 
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cannot correspond to B because the upper surface of the first region is the same as the upper 
surface of the first layer: the upper surface of the first layer is the upper surface of the region, so 
the first layer cannot contact something that is a component of the first layer. 

Applicant's diagram on page 1 1 of Amdt. H does not correspond to the claimed 
invention, so its value in rebutting the rejection of record cannot be ascertained and has not been 
explained by Applicant. Among the inconsistencies between the diagram and the claimed 
invention is that the first region is not equated with the first layer in claim 21 as is done in the 
diagram. Regardless, the "first layer" in the diagram cannot contact the "first region" in the 
diagram because they are one in the same. Object A cannot contact object A. Applicant argues 
that the "1 st composition" in the diagram contacts the upper surface of the "first layer/region", 
but the claim language does not single out any composition as contacting the upper surface of the 
first region (the "second asphalt composition" would be the claimed composition that could be 
read as contacting the upper surface of the first region, but the claim language has been 
reasonably read to recite that the first layer [which is "of a second asphalt composition"] contacts 
the upper surface of the first region): the Office Action makes it plainly clear that the Office 
interprets the claim as reciting that the first layer contacts the upper surface of the first region. 
Paragraph 6 of the previous Office Action mailed June 22, 2006. Applicant's discussion 
regarding the "1 st composition" in the diagram does not address the position of the Office that "it 
cannot be ascertained how a layer that is a component of a region would contact the upper 
surface of that region, since the only thing that would contact that region would be something 
that is not a component of that region" because this statement does not involve any compositions, 
k Paragraph 5 of the previous Office Action mailed June 22, 2006. Applicant has not provided any 
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support for equating the first layer with the first region in the diagram on page 1 1 of Amdt. H. 
Applicant has not provided support for the particular structure shown in the diagram, nor for the 
assignment of names to the respective components shown in the diagram. It does not appear that 
the ovals labeled "1 st composition" contact the upper surface in the diagram: if the structure of 
Applicant's invention is limited to the structure shown in the diagram on page 1 1 of Amdt. H 
(disregarding Applicant's incorrect labeling of the components), the embodiment where any 
composition is in contact with the upper surface of the first region does not fall within the scope 
of Applicant's invention. 

7. Applicant's arguments presented on page 12 of Amdt. H regarding the 35 U.S.C. 1 12 
rejection of claim 32 have been fully considered but are not persuasive. 

Applicant states that claim 32 "correctly recites to said upper and said lower surface 
introduced as the first element of the first substrate": this statement is correct regarding the 
amendments made in lines 13 and 15, but incorrect regarding the amendment made in line 18. 
The claim language prior to the limitation "said upper and said lower surfaces within said 
substrate" does not require the upper and lower surfaces to be "within said substrate", so there is 
no upper surface that is "within said substrate" (to which is referred in "said upper and said 
lower surfaces within said substrate") prior to line 17, and there is no lower surface that is 
"within said substrate" (to which is referred in "said upper and said lower surfaces within said 
substrate") prior to line 17. See new 35 U.S.C. 1 12 rejection of claim 32 made of record above in 
this Office Action. 

8. Applicant's arguments presented on pages 12-14 of Amdt. H regarding the 35 U.S.C. 102 
rejection of claims 21 and 44 have been fully considered but are not persuasive. 
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Applicant's reference to ". . . providing a region of an edge region of the substrate. . is 
not directed to the claim language, so any argument based on this reference does not address the 
rejection of record: there is no "providing" step in article claim 21, and no "edge region", and 
therefore, no "region of an edge region of the substrate" is recited in claim 21. 

Applicant states that the "Office Action then references Fig. 9 element 92 as having an 
upper and a lower surface. . .", but this is plainly an incorrect reading of the Office Action: 
Applicant suggests in this statement that the substrate 92 in its entirety is identified in the Office 
Action as the claimed second region, but "the edge of substrate 92" is plainly identified as 
corresponding to the claimed second region, not the entirety of substrate 92. Lines 5-9 of page 4 
of the previous Office Action mailed June 22, 2006. Applicant's interpretation of what is 
"asserted by the Office Action" is plainly different from what is explicitly stated in the Office 
Action, so Applicant's argument that "Simpson does not teach a combination of regions as 
asserted by the Office Action" is unsupported and incorrect. Simpson teaches the structural and 
compositional limitations that are actually recited in claim 21 for the reasons of record. 
Paragraph 6 of the previous Office Action mailed June 22, 2006. 

Applicant's arguments presented on page 14 of Amdt. H regarding the 35 U.S.C. 102 
rejection of claim 44 depend upon Applicant's arguments regarding the 35 U.S.C. 102 rejection 
of claim 21, which have been addressed above. 

9. . Applicant's arguments presented on page 14 of Amdt. H regarding the 35 U.S.C. 102 
rejection of claim 44 depend upon Applicant's arguments regarding the 35 U.S.C. 102 rejection 
of claim 21 , which have been addressed above. 
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10. Applicant's arguments presented on page 14 of Amdt. H regarding the art rejections of 
claims 22-31 depend upon Applicant's arguments regarding the 35 U.S.C. 102 rejection of claim 
21, which have been addressed above. 

11. Applicant's arguments presented on pages 14-15 of Amdt. H regarding the 35 U.S.C. 102 
rejection of claim 32 have been fully considered but are not persuasive. 

Applicant's arguments here depend in part upon Applicant's arguments regarding the 35 
U.S.C. 102 rejection of claim 21, which have been addressed above. 

Applicant's statement in the first sentence on page 15 of Amdt. H does not address the 
rejection of record: Applicant suggests in this statement that the substrate 92 in its entirety is 
identified in the Office Action as the claimed second region, but "the edge of substrate 92" is 
plainly identified as corresponding to the claimed second region, not the entirety of substrate 92. 
Lines 5-9 of page 4 of the previous Office Action mailed June 22, 2006. Applicant's statement 
"even at the edges where the underlayment 90 overlaps", which indicates that the edges of 
substrate 92 are coated with adhesive layer 94, is unsupported. Clarification is required as to 
what Applicant considers to be the "edges" of substrate 92, If Applicant intends to refer to the 
portion of the bottom of the substrate 92 at the end of the rolled material shown in Fig. 9 (i.e. the 
portion of the bottom of the substrate 92 at the far right of Fig. 9) as an "edge of substrate 90" as 
the language of lines 2-4 of page 15 of Amdt. H suggests, Applicant has not addressed the basis 
for the rejection record. Lines 5-9 of page 4 of the previous Office Action mailed June 22, 2006. 

12. Applicant's arguments presented on pages 15-16 of Amdt. H regarding the art rejections 
of claims 33-43 depend upon Applicant's arguments regarding the 35 U.S.C. 102 rejection of 
claims 21 and 32, which have been addressed above. 
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Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B. Aughenbaugh whose telephone number is (571) 272- 
1488. While the examiner sets his work schedule under the Increased Flexitime Policy, he can 
normally be reached on Monday-Friday from 8:45am to 5: 15pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


NASSER AKMAD ?J \ jcT] 



Walter B. Aughenbaugh 
01/29/07 x f ^tN 



